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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 30 November 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 4-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1 and 5-20 is/are rejected. 

7) ^ Claim(s) 4 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 30 November 2005 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM AH b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This Office Action is responsive to communications filed on 30 November 2005. 
Claims 1 and 4-20 remain pending in the present application. Claims 2 and 3 have been 
cancelled. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 and 4-18 have been considered, but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

4. Claim 1 1 is objected to because of the following informalities: on line 1, "A method for 
setting the system parameters" should be changed to -A method for setting system parameters- 
to overcome a lack of antecedent basis. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

6. Claims 8-10 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regards to claims 8 and 9, the claims recite the limitations "the number of images of 
the same specimen still expected to be detectable" in lines 1 and 2. There is insufficient 
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antecedent basis for this limitation in the claims. Claim 8 is dependent upon claim 1 and claim 9 
is dependent upon claim 8. In claim 1, there is no indication of acquiring, computing, and/or 
calculating multiple images. 

With regards to claim 10, the phrase "for example" renders the claim indefinite because it 
is unclear whether the limitation(s) following the phrase are part of the claimed invention. See 
MPEP§ 2173.05(d). 

With regards to claim 15, on lines 1 and 2, "a control computer for controlling" appears 
to be incomplete as it is unclear as to what the control computer is controlling. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1, 5-8, 10, 15, 16, 19, and 20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Green et al. (US 6,724,419) in view of Tsien (US 5,283,433). 

With regards to claims 1,15, and 16, Green et al. disclose in Fig. 1 a method for 
setting the system parameters of a microscope (100) comprising the steps of: controlling an 
acquisition of an image of a specimen with a control computer (211), inputting at least one image 
quality feature after an image of a specimen is acquired via an inherently present operating 
console, it is well known in the art that a computer utilizes various available consoles such as a 
keyboard, mouse, and/or joystick in order to input commands (Column 6, lines 13-18; Column 
10; Column 11, lines 12-34; Column 13, lines 18-50; Column 15, lines 1-38), the at least one 
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image quality feature including a bleaching behavior of a fluorescent marking of a specimen 
wherein a light source of different wavelengths excite fluorophores of a fluorescently stained 
specimen to desired conditions (Column 9, line 55 - Column 10, line 48); converting the at least 
one image quality feature into a system parameter of the microscope by the control computer, the 
at least one system parameter including a wavelength of the light source; and setting the at least 
one system parameter, wherein an image quality expected to be achievable, for the at least one 
inputted image quality feature, is calculated in the next acquired image (consecutive images are 
taken with different desired system parameters, that is, the system (100) is initialized, sets of 
images are acquired at different inputted Z-positions/wavelengths) and outputted to the user 
(231, 241). Green et al. fail to clear disclose a method specifying a confocal scanning 
microscope. In an analogous microscopic art, Tsien discloses in Fig. 1 the use of a confocal 
scanning microscope to image a specimen. Selecting/specifying a known available type of 
microscope to obtain high quality images would have been obvious to one of ordinary skill in the 
art. At the time of the invention, it would have been obvious to one of ordinary skill in the art to 
modify Green et al. in view of Tsien in order to provide higher quality images. The further 
similar citation of claim 16 would have also been obvious for similar reasons set forth above. 

With regards to claims 5 and 8, Green et al. in view of Tsien disclose a method wherein 
the system parameters calculated and presently set by the control computer of the microscope are 
outputted and/or displayed to a user of the microscope for information (231, 241 of Green et al.). 

With regards to claim 6, Green et al. in view of Tsien disclose a method wherein the 
image quality expected to be achievable for the at least one image quality feature (fluorescence 
behavior) is displayed to the user (231, 241 of Green et al.). 
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With regards to claim 10, Green et al. in view of Tsien disclose a method wherein each 
image quality feature is inherently set using a control element (211 of Green et al.). It is further 
known in the art that a joystick and/or trackball are common means of controlling/inputting 
instructions to a computer. 

With regards to claim 20, Green et al. in view of Tsien disclose a method (231, 241 of 
Green et al.) to display an image quality feature to the user, but lack a clear specification of a 
color display. Utilizing a color display to present an image to a user is well known in the art. At 
the time of the invention, it would have been obvious to one of ordinary skill in the art to modify 
Green et al. accordingly in order to provide the user with greater imaging details. 

With regards to claims 7 and 19, Green et al. in view of Tsien disclose a method (231, 
241 of Green et al.) to display an image quality feature to the user, but lack the inclusion of a 
color indication system. The use of different colors to distinguish different aspect of a specimen 
is known in the art. At the time of the invention, it would have been obvious to one of ordinary 
skill in the art to modify Green et al. accordingly in order to facilitate visual analysis. The 
further similar citation of claim 19 would have also been obvious for similar reasons set forth 
above. 

9. Claims 11-14, 17, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cable (US 6,614,452) in view of Tsien (US 5,283,433). 

With regards to claims 11,17, and 18, Cable discloses in Fig. 1 a method for 
setting the system parameters of an imaging system (100) comprising the steps of: controlling an 
acquisition of an image of a specimen (106) with a control computer (110); inputting/modifying 
at least one image quality feature (brightness, contrast, and/or sharpness) with an operating 



Application/Control Number: 1 0/603,3 1 0 Page 6 

Art Unit: 2878 

console (610, 612) after an image of the specimen is acquired and displayed; inherently 
simulating the acquisition of a further image in the context of a modified system parameter (after 
an image is displayed, the brightness image quality feature, for example, may be increased 
and/or decreased utilizing brightness setting (320) without having to acquire a further image, 
hence simulating a specimen imaged under greater light intensity); and displaying the simulated 
further image to the user (1 12, Fig. 3 A). Cable however fails to disclose a clear specification of 
a method utilizing a scanning microscope. In an analogous imaging art, Tsien discloses in Fig. 1 
a scanning confocal microscope to image a specimen. Selecting/specifying a known available 
type of microscope to obtain high quality images would have been obvious to one of ordinary 
skill in the art. At the time of the invention, it would have been obvious to one of ordinary skill 
in the art to modify Cable in view of Tsien in order to provide high quality images. 

With regards to claim 12, Cable in view of Tsien discloses a method wherein the 
simulation inherently encompasses the optical imaging process of the scanning microscope (the 
simulation process must include the acquisition of an image of said specimen) and is based on 
the image of the specimen already detected (Column 2 and Columns 4-6 of Cable). 

With regards to claim 13, Cable in view of Tsien discloses a method wherein the user 
inherently modifies at least one further system parameter, upper/lower luminescence limits (322, 
324) in order to display greater and/or lesser image contrast (Column 6 of Cable). 

With regards to claim 14, Cable in view of Tsien discloses a method wherein the 
simulation is accomplished on a further computer (1 10 of Cable) connected to an imaging 
apparatus. 



Application/Control Number: 10/603,310 
Art Unit: 2878 



Page 7 



Allowable Subject Matter 



10. Claim 4 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 



1 1 . Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Pascal M. Bui-Pho whose telephone number is (571) 272-2714. 
The Examiner can normally be reached on Monday through Friday: 8:30 a.m. - 5:00 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Georgia Epps can be reached on (571) 272-2328. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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